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DETAILED ACTION 

Notice to Applicant 

1 . This communication is in response to the amendment filed 5/12/09. Claims 4-6, 
8-11, 14-18, 20-22, 24-27, and 30-34 are pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 1/20/09 
has been entered. 

Information Disclosure Statement 

3. The IDS's filed 1/26/09 and 5/28/09 have been entered and considered. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 4-6,8-11, 14-18 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 
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Based on Supreme Court precedent and recent Federal Circuit decisions, the 
Office's guidance to examiners is that a §101 process must (1) be tied to a particular 
machine or apparatus or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing. Diamond v. Diehr, 450 U.S. 175, 184 (1981); 
Parkerv. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 
(1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). If neither of these 
requirements is met by the claim, the method is not a patent eligible process under 
§101 and should be rejected as being directed to nonstatutory subject matter. 

There are two corollaries to the machine-or-transformation test. First, a mere 
field-of-use limitation is generally insufficient to render an otherwise ineligible 
method claim patent- eligible. This means the machine or transformation must 
impose meaningful limits on the method claim's scope to pass the test. Second, 
insignificant extra-solution activity will not transform an unpatentable principle into a 
patentable process. This means reciting a specific machine or a particular 
transformation of a specific article in an insignificant step, such a data gathering or 
outputting, is not sufficient to pass the test. 

Claim 4 fails to recite a particular machine or apparatus performing the particular 
steps recited in the method claim. For example, the claim recites "providing a web- 
based system for storing and organizing data related to the insurance-underwriting 
process..." or making such a system available for an intended purpose that is not 
actively recited. Similarly, the additional steps of the method include configuring the 
system and, sharing the system, indicating that the steps are performed by the user, not 
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the machine/apparatus itself. Thus, the current method is directed to nonstatutory 
subject matter. 

Claims 5-6, 8-11, 1 4-1 8 contain similar deficiencies and fail to correct the 
deficiencies of claim 4, and are therefore also rejected. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 20-22, 24-27, 30-34 rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 20 recites "a system for facilitating communication..." comprising: "a web- 
based system for storing and organizing data related to the insurance- underwriting 
process..." Defining a system using another system fails to clarify the components or 
contents of the initial system. I 

In the instant case, the claim further recites a "modular architecture comprising 
a web-based portal," and further describes the architecture in terms of web-based 
applications, a desktop visual metaphor, (i.e. a GUI) business modules, and business 
logic tools. The examiner understands these items to be software components. 

It is unclear whether claim 20 includes appropriate hardware components, 
(computers, memory, processors), to allow the functionality of the listed software 
components to be realized. 



Application/Control Number: Page 5 

10/669,885 

Art Unit: 3626 

It should be noted that a "system" containing only software components is non- 
statutory. 

Claims 21 -22, 24-27, 30-34 inherit the deficiencies of claim 20 through 
dependency, and are therefore also rejected. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 4-6, 8-11,1 4-1 8, 20-22, 24-27, and 30-34 are rejected under 35 
U.S.C. 1 02(e) as being anticipated by Surbey et al (US 2004/01 86750A1 ). 
[claim 4] Surbey et al discloses a method for facilitating communication among 
participants in an insurance underwriting process, comprising: 

• providing a web-based system for storing and organizing data related to the 
insurance-underwriting process, wherein the web-based system comprising is 
implemented using a multi-level modular architecture ( par. 40-43), comprising a 
web-based portal, the web-based portal providing access to a plurality of web- 
based applications, each web-based application employing a desktop visual 
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metaphor and providing access, via said desktop visual metaphor, to a plurality 
of business modules, each business module providing access to a plurality of 
business logic tools, each business logic tool providing access to a plurality of 
views for displaying data, the plurality of views including a summary view, a list 
view, and a details view; (Figure 2; par. 45-48; 105, 110) 

• configuring the web-based system such that each business module of each web- 
based application provides access to a common set of generic business logic 
tools;, (par. 48, 121-123) 

• configuring the web-based system such that each business logic tool of each 
business module provides access to a common set of generic views; (par. 
38,42, 48, Figures 2,9 collaboration engine) 

• sharing, via the web-based system, the data among the participants; (par. 46- 
48) 

• wherein the participants comprise at least one user, and the web-based system 
is adapted to restrict data accessible to the at least one user based on a plurality 
of attributes of the at least one user. (Figures 2, 9— user authentication; 1 37- 
141) 

[claims 5-6] Surbey et al discloses the method of claim 4 wherein said participants are 
selected from a group consisting of insurance agents and insurance agencies. (Figure 
2; par. 38,42 — users include various insurance brokers and insurance companies) and 
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wherein the at least one user is selected from a group consisting of agents and case 
managers, (par. 38,42; Figure 2) 



[claims 8-1 0] Surbey discloses he method of claim 4, wherein the plurality of modules 
are adapted to allow the plurality of web-based applications to be scalable(par. 78, 81- 
82, 134 — load balancer) ; wherein the plurality of business modules are purchased 
incrementally(par. 130); wherein the plurality of modules comprises : a user profile 
module; a general administration module; and a business module, (par. 141-143 Figure 
9) 



[claims 11] Surbey discloses the method of claim 4, wherein the business logic tools 
plurality of tools comprises at least one generic tool and at least one entity-specific tool, 
(par. 46 and 89) 

[claim 14] Surbey discloses the method of claim 4, wherein the multi-layer, modular 
architecture is adapted to allow development of new web-based applications, modules, 
business logic tools, or views, (par. 36, 41-43) 

[claim 15] Surbey discloses the method of claim 4, wherein the plurality of attributes of 
the at least one user comprises: the at least one user's role in the insurance 
underwriting process; the at least one user's identity; and a context in which the at least 
one user seeks access to the data. (Figure 9, par. 41-43) 
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[claim 1 6] Surbey discloses the method of claim 4, wherein sharing the data further 
comprises encrypting the data using a secure encryption technology. (Figure 9, par. 
144) 

[claim 1 7] Surbey discloses The method of claim 4, wherein the web-based portal is 
hosted by a third party, (par. 54) 

[claim 18] Surbey discloses the method of claim 4, wherein the web-based system is 
deployed on a framework for the plurality of web-based applications (Figures 8-9; par. 
46 and 89). 

[claims 20-22,24-27,30-34] The limitations of claims 20-22,24-27,30-34 are addressed 
by the rejections of claims 4-6,8-11,14-18. 

System claims 20-22, 24-27,30-34repeat the subject matter of claims 4-6, 8-1 1 , 
and 14-18 as a set of elements rather than a series of steps. As the underlying process 
has been shown to be fully disclosed by the teachings of Surbey in the above rejection 
of claims 4-6,8-11, 14-18, it is readily apparent that the Surbey reference includes a 
system to perform the recited functions. As such, these limitations are rejected for the 
same reasons provided in the rejection of claim 4-6, 8-11, 14-18, and incorporated 
herein. 

Response to Arguments 

9. Applicant's arguments filed 5/1 2/09 have been fully considered but they are not 
persuasive. 
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Applicant argues newly added limitations. In response, the Examiner has 
provided additional citations from the reference to address the new limitations. 

(A) Applicant argues that Surbey fails to disclose the type of interface employed by 
various service layers, or the particular manner in which each service layer provides 
access to their included layer. 

In response, the Examiner respectfully disagrees with the applicant's 
interpretation of Surbey. Like applicant's invention, Surbey provides a web-based 
system with allows participants/users to communicate through the use of collaborative 
tools and applications. (Figures 2 and 9; par. 39, 46). Surbey also discloses access 
rights (i.e. the particular manner in which service layer provides access to their included 
modules). 

As further explained in the rejections under 35 USC 101 , the current claim 
language fails to actively define or describe particular steps performed in the current 
method claims which distinguish over the prior art. In particular, the current wording of 
exemplary method claim 4 consists primarily of making the system available (i.e. 
providing), rather than defining steps actively performed (using a particular machine or 
apparatus) during the inventive method. 

(B) Applicant argues that Surbey fails to disclose "business logic tools." 

In response, the Examiner understands this to be a non-technical, general and 
non-specific term. The applicant's own specification fails to provide a definition for the 
term. The Surbey reference discloses several "functionalities" which serve as "business 
logic tools. " (see par. 40-43; 44-48) 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Ariathurai et al (US 200201 98743A); Bosco et al 
(US005191522A); Guyan et al (US007406427B1). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RACHEL L. PORTER whose telephone number is 
(571)272-6775. The examiner can normally be reached on M-F, 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, (Christopher) Luke Gilligan can be reached on (571) 272-6770. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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